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Please find below and/or attached an Office communication concerning this application or proceeding. 
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hs-r 

Application No. Applicant(s) 



09/203,894 



Art Unit 

1714 

TTie MAILING DATE of this communication appears on the cover sheet with the correspondence address 



Examiner 

Peter Szekely 



MIGDAL ET AL 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timery filed 
after SIX (6) MONTHS from the mailing date of this communication 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will appry and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timery filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

Responsive to communication(s) filed on 14 April 2003 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) S Claim(s) 1-5.7.8. 13-19.21.22 and 26-28 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1-5.7.8.13-19.21.22 and 26-28 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)d objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a). 

11) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 1 20 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) M Notice of References Cited (PTO-692) 4} □ Interview Summary (PTO-41 3) Paper No(s). 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5} D Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 



U S Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 20 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. Claims 3-5 13,14, 17-19, 27 and 28 are rejected under 35 U S C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

2. A.P.I and V.I. are unexplained abbreviations. They should be explained when 
they appear the first time, in both the specification and the claims. NaCI is not an 
abbreviation, it is a symbol. The claimed 504 "hits" do not prove anything because 
patent holders possess higher than ordinary skill in the art. Furthermore, applicants 
failed to indicate, how many times the abbreviations were explained in the cited patents. 
Finally, it is well settled that whether similar claims have been allowed to others is 
immaterial. In re Giolito, 530 F.2d 397, 188 USPQ 645 (CCPA 1976). The rejection is 
maintained. 

Claim Rejections - 35 USC § 102 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claims 1, 7, 8, 13, 15, 21, 22 and 27 are rejected under 35 USC. 102(e) as 
being anticipated by Fagouri et al. 6,080,929. 

5. Fagouri et al. disclose 0.25 weight percent Super Naugard Q and 0.25 weight 
percent Naugard 445, or Naugard A, or Naugard SA, in a cable-filling compound. See 
Table I and column 15, lines 44-51. The cable-filling compound can be petrolatum, 
paraffinic or naphthenic or mineral oil, the above thickened with residual oil, wax or 
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lubricating grease. See column 13, lines 42-50. For other antioxidants, see claim 1. 
Applicants' claims are not novel. 

Claim Rejections - 35 USC § 103 

6. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

7. Claims rejected under 35 U.S.C. 103(a) as being unpatentable over Fagouri et al. 
6,080,929. 

8. The reference has been discussed already in paragraph #5. Since the 
antioxidant combination claimed by applicants is known and is used in lubricating 
greases and hydrocarbon oils of petroleum origin, the use of the same antioxidant 
system would have been obvious to one having ordinary skill in the art, at the time the 
invention was made, since the API Group l-IV base oils are also hydrocarbon oils and 
the difference between lubricating oil and lubricating grease is only that of molecular 
weight. There is nothing in applicants' specification to show any performance difference 
between the antioxidants in ester based lubricating oils and in hydrocarbon based 
lubricating oils. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter Szekely whose telephone number is (703) 308- 
2460. The examiner can normally be reached on 7:00 a.m-5:30 p.m. Tuesday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (703) 306-2777. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
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872-9310 for regular communications and (703) 872-931 1 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 



0661. 




Peter Szekely 
Primary Examiner 
Art Unit 1714 



PS. 

May 7, 2003 



